PATENT APPLICATION 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of Docket No: Q94121 

Masao SUDOH, et al. 

Appln.No.: 10/574,477 Group Art Unit: 1621 

Confirmation No.: 2361 Examiner: Sadhakar KATAKAM 

Filed: January 9, 2007 

For: DRUG CONTAINING (2R)-2-PROPYLOCTANOIC ACID AS THE ACTIVE 
INGREDIENT 

REQUEST FOR REFUND 

MAIL STOP 16 

Director of the U.S. Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Applicant received a Non-Final Office Action firom the United States Patent and 
Trademark Office dated May 23, 2007, in which the Office Action Simimary indicated that the 
period for reply was set for three (3) months. The Office Action Summary also indicated that 
claims 1-34 are pending in the application and claims 1-31, 33-34 are subject to restriction and/or 
election requirement. Applicant electronically filed a Response to Restriction and Election of 
Species Requirement in the USPTO on August 22, 2007 and was charged $450.00 for a two- 
month Extension of Time. Applicant believes the charged is incorrect since the Office Action 
Summary indicated a three (3) month period to reply and the Response was timely filed. 

Applicant hereby respectfully requests a refund in the amount of $450.00. This refund is 
to be credited to Deposit Account No. 19-4880. 


REQUEST FOR REFUND 
U.S. Appln. No.: 10/574,477 


Attorney Docket No. : Q94 1 2 1 


A copy of the Deposit Account Monthly Statement showing the charge to our account, 
and a copy of Office Action dated May 23, 2007 are enclosed. 

Respectfully submitted, 


SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 

WASHINGTON DC SUGHRUEa65550 

65565 
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United States patent and trademark office 


United Slates Patent and Trademark Office 
P.O. Box 1450 
, VA 22313-1450 
www.uspto.gov 


MONTHLY STATEMENT OF DEPOSIT ACCOUNT 

To replenish your deposit account, detach and return top portion 
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U.S. Patent and Trademark Office 
P.O. Box 979065 
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Please find below and/or attached an Omce communication concerning fliis appUcalion or proceeding. 
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OffiQe ActJon Summary 

ApplicatiQhNo. 

10/574,477 

Applicant(s) 

SUDOHETAL. 

SudhaKar Katakam ' 

Art Unit 
1621 



-7hB MAILING DA TE of this communidatton appews on th9 cover simot with tho correspondenoe adoTress - 
Period for Reply 


A SHORTiNED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILIN0 DATE OF THIS COMMUNICATION. 

- Extensions of time maybe available under the provisioiw.«rf 37 CFR 4.136(a}. In no event, however.may a reply beUme(vfileid 
after SIX (6) MONTHS Mm the mailing date of this conmiunicfrtte 

- If NO period for reply Is specified above, the maidmum statutwy period wBI apf^ qiid will expire SK ^ MONTHS fi!om.jiie.iTttiiling date of this C0mmunk»ifon. 

- Failure to reply wrtthin the set or exiertded period for rapiy.wni, by statute, cause the application to become ABANDONED (35 H^S.q. f 133). 
Any reply received by the DfRce iater than three months aRnr the maiHng .dote fif this pommtinieaQon, avan if timety filed, n«y reduce any 
earned patenttarm adjustment. $ee 37 CFR 1.704i(b). 

Status 

1)1^ Responsive to oommunicationfs) filed on 03 Aoril 2006 . 
2a)P This action is FINAL. 2bM This action Is non-final. 

3) D Slnc^ ttiis application is in condition for allowance exc^ for formal matters, prosecution as to the mertts is 

closed in accordance with the practice under Ex pa/te Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 1^ Claim(s) tzM is/are pending In the application. 

4a) Of the above claim(s) ^ Is/are withdrawn from consideration, 

5) 0 Claim(s) is/are allowed. 

6) 0 Claim(s) Is/are rejected. 

7) D Claim(s) is/are objected to. 

8) i2 CIaim(s) 1-31. 33-34 are subject to restriction and/or election requirement. 
Application Papers 

9) P The specification is objected to by the Examiner. 

10)P The drawing(s) filed on is/are: a)P accepted or b)P objected to by the Examiner. 

Applicant may not request that ahy objection to the clrawiiig(s) be beid in abeyance. See 37 CFR 1.85(a). 

Replacement drawir^ sheet(s)<inducling the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonn PTO-1 52. 

Priority under 36 U.S.C. § 119 

12)G AcKnowledgment is rtiade of a (dalm for foreign priority under 36 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)P Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2, D Certified copies of the priority documents have been received in Application No. , . 

3. P Copies of the certified copies of the priority documents have been rec^ved in tWs National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1) 13 Notice of References Cited (PTO-892) 4) □ Intervlewr Summary (PTO-413) 

2) P Notice of Draflsperson's Patent Drawing Review {PTO-948) Paper No(syMail Date. _ — . 

3) P Information Disclosure Statement(s) (PTO/SB/08) 5) P Notice of lnformal Patent Application 

P^er No(s)/MaiI Date . 6) □ Otiien 


OfH«e Action Summary Part of Paper Nc/Mafl Date 2iQ070$19 
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Art Unit: 1621 

DETAILED ACTION 
Election/Restrictions 

1 . Restriction is required under 35 U.S.C, 121 and 372. 

Tills application contains ttie foHowIng Inventions or groups of inventions wliich 
are not so linked as to form a single general inventive concept under PCT Rule 13.i . 

In accordance with 37 CFR 1 ,499, applicant is required, in reply to this action, to 

elect a single Invention to which the claims must be restricted. 

Group I, claim(s) 1-17, 20-28, 33-34, drawn to a medicament comprising (2R)-2- 
propyioctanolc add and a basic metal ion. 

Group 11, claim 1 8, drawn to a method of making a medicament comprising (2R)- 
2^propyloctanoic acid. 

Group ill, claim 19, drawn to a method of using a basic metal ion, which 
comprises (2R)-2-propyloctanoic add. 

Group IV, daim(s) 29-30, drawn to a container made of plastics, which is flHed 
with (2R)-2-propyloctanolc.add, disodlum hydrogen phosphate dodecahydrate 
and sodium hydroxide. 

Group V, claim 31, drawn to a method of preventing and/or treating 
neurodegenerative diseases, nerve disorder or diseases In need of nerve 
regeneration, which comprise administering an effective amount of medicament 
comprising (2R)-2-propyioctanoic add or a salt thereof and a basic metal ion. 

2. The inventions listed as Groups l-V do not relate to a single general inventive 
concept under PCT Rule 13,1 because, under PCT Rule 13.2, they lack the same or 
conresponding spedal technical features for the following reasons: the common 
technical feature in all groups Is the "2-propyloctanic add". This element Is shown in the 
prior art (US 6,201 ,021 ) teaches the same ester system. Thus, there is no spedal 
technical feature connecting all the claims. 
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Art Unit: 1621 

Because these inventions are independent or distinct for tlie reason given above 
and there would be a serious burden on the e)^miner if restriction were not required; 
because the inventions require a different field of search (see MPEP § 808.02) 
restriction for examination purposes as Indicated is proper. 

The election of an invention may be made with or without traverse. To reserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. 

3. A telephone call was not made because of the complex nature of claims. 

4. Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species or invention to be examined even though the 
requirement be traversed (37 CFR 1 .143) and (ii) identification of the clainr© 
encompassing the elected invention. 

The election of an invention or species maybe made with or without traverse. To 
reserve a right to petition, the election must be made with traverse. If the reply does not 
distinctly and speclficafly point out supposed errors in the restriction requirement, the 
election shall be treated as an election without traverse. 

Upon election of invention of groups l-V, applicant needs to elect a single 
disclosed species for examination purposes for either of the group elected. Claims will 
be examined to the extent they read on the elected species and closely related 
compounds. Applicant should identify all the claims that are readable on eleirted 
species. 
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5. This application contains claims directed to more than one spedes of the generic 
Invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general invenfive concept under PCT Rule 13.1. 

The species are as follows: 

See claims and the examples disclosed In the specification. 

Applicant must identiiy exact and fljil name of a species for the account of 
examination purpose and identify the claims readable upon. 

Applicant Is required, in reply to this action, to elect a single species to which the 
claims shall be restricted If no generic claim is finally held to be allowable. The reply 
must also identify the claims readable on the elected species, including any claims 
subsequentiy added. An argument that a claim is allowable or that all claims are 
generic is considered non-responsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitied to consideration 
of claims to additional species which are written In dependent form or otherwise include 
all the limitations of an allowed generic dalm as provided by 37 CFR 1 .141 . If dalms 
are added after the election, applicant must indicate which are readable upon the 
elected spedes. MPEP § 809,Q2(a). 

6. The following claims are generic: 
Claims 1-6 and 11-30 are generic. 

7. The spedes listed above do not relate to a single general Inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, the spedes lack the same or 
corresponding special technical features for the following reasons: the special technical 
feature which is refenred to Annex B of Appendix A1 of MPEP (Administrative 
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Instructions under the PCT, "Unity of tnvenfion"). Unity exists only when there is a 
technical relationship among th0 claimed inventions involving one or more of the same 
or corresponding claimed technical features. The express "special technical features" is 
defined as meaning those technical features that define a contribution which each of the 
inventions, considered as a whole, makes over the prior art ("Rule 13.2). The question 
of unity of invention has been reconsidered retroactively by the examiner in view of the 
search performed; a review of prior art (US 6,201,021 ) makes clear that the claimed "2- 
propyloctanic acid" is not novel over the prior art. Furthermore, these reference appear 
to demonstrate that the claimed "2-propyloctanic acid" analog does not define a 
contribution which each of the Inventions, considered as a whole, makes over the prior 
art. Accordingly, the prior art of the record supports restriction of the claimed subject 
matter in to the groups as mentioned above. 

8. A telephone call was not made because of the complex nature of claims. 

9. Applicant is advised that the reply to this requirenfient to be complete must 
include (i) an election of a species or invention to be examined even though the 
req^uirement be traversed (37 CFR 1 .143) and (ii) IdentifiGation of the claims 
encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
reserve a right to petition, the election must be made with traverse. If the reply does not 
distinctly and specifically point out Supposed errors in the restriction requirement, the 
election shall be treated as an election without traverse. 

Should applicant traverse on the ground that the inventions or species are not 
patentahly distinct, applicant should submit evidence or identify such evidence now of 
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record showirig the inventions or spedes to be obvious variants or dearly admit on the 
record that this Is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the prior art, the evidence or admission may be used in a r^ection 
under 35 U.S.C.1 03(a) of the other invention, 

1 0. Any Inquiry qoncerning this commuhicatioh or eariier communications from the 
examiner should be direiAed to Sudhakar Katakam whose telephone number is 571- 
272-9929. The examiner can normally be reached on M-F 8:30 AM - 5:00 ?U. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richer can be reached on 571-272-0646. The fax phone number 
for the organisation where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications Is available through Private PAIR only. 
For more infonnatlon about the PAIR system, see http://palr-diTectuspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 


SK 
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